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[*384] In 2001, Bill Diodato took
a photograph, shown here, of the bot-
tom of a bathroom stall. Through the
openi ng underneath the door, one can
see a woman's feet, astride a toilet,

in stylish, colorful shoes, her under-
wear hangi ng above her ankles, and a
handbag resting on the floor. Diodato

submitted the photograph to defendant
Kate Spade LLC ("Kate Spade") in Jan-
uary 2003. Although representatives of
Kate Spade deny they saw the photo-
graph, Kate Spade's Novenber 2003 ad-
vertising canpaign included a photo-
graph, shown bel ow, of a wonan's feet,
astride a toilet, in stylish, colorful
shoes, with a handbag on the floor.
Di odato's conpany, [**2] plaintiff
Bil | Diodato Photography, LLC ("BDP"),
sued for copyright infringenent and
unfair conpetition.

[ SEE | LLUSTRATI ONS I N ORI G NAL]

the Court is Kate Spade's
notion for summary judgnent and BDP's
motion for additional discovery pur-
suant to Fed. R Cv. P. 56(f). As
di scussed nmore fully below although
the idea of using a woman sitting on a

Bef or e

toilet to showase stylish shoes and
ot her fashion accessories is a clever
one, it is an idea that has been used
often in popular culture. Hence,
Di odat o' s photograph contains el ements
that are not protected by the copy-
right laws. Even assuning there was

Kate Spade's notion for
summary judgnent nust be granted and
the complaint dismssed. In addition,
for the reasons set forth bel ow, BDP' s
Rul e 56(f) notion is denied.

[*385] BACKGROUND

copyi ng here,

A. Facts

The following facts are drawn from
the pleadings and the parties' notion
papers and supporting nmaterials. All
conflicts in the evidence have been
resolved in favor of BDP, the party
opposi ng sumary judgmnent.

1. The BDP Phot ogr aph

Diodato is a fashion accessory pho-
tographer and the principal of BDP.
(Diodato [**3] Dep. at 7-9). In late
2001, BDP was hired by the magazine
Angel eno to shoot a series of pho-
tographs featuring fashion accessories
with New York City as a central thene.
(ld. at 154-63, 167). Diodato chose to



illustrate that "highly fashionable
wonen can be sonewhat tacky," and on
Decenber 14, 2001 he phot ographed nod-
els in a Burger King restaurant, on
streets in New York City, and in a
taxi cab. (ld. at 154, 158-61, 205).
The photograph at issue here (the "BDP
Phot ograph”) was anong the phot ographs
in the series. (ld. at 159-60).

The BDP Photograph was taken from
the floor outside a bathroom stall.
(See Diodato Aff. Ex. A, id. P5). nl
It depicts the bottom portion of the
stall and a wonan's feet in pink shoes
decorated with green, yellow, and pur-

ple leaves, wth thin pink straps
criss-crossing up her legs. The wom
an's linme green underpants are taut
just above her ankles. A light brown

handbag rests on the floor next to the
worman's left foot, and a white toilet
is visible in the background. The wom
an's feet are on the floor, her heels
raised at a stiff angle by the heels
of her shoes. The worman's ankles are
turned in, with her toes painted red.

nl Kate Spade
Di odato Affidavit
mani pul ati on of the
graph and that the Court
di sregard Exhibit A and instead
rely on the photograph included
as Exhibit B to the conplaint.
(Kate Spade Reply Mem at 8). Be-
cause Diodato testified that Ex-
hibit A was the inmage included in

argues that
Exhibit Ais a
BDP Phot o-
shoul d

his portfolio during the tine
relevant to this dispute, | rely
on that inmage throughout this de-

cision and this is the "BDP Pho-
tograph"” referred to in the text.
(See Diodato Aff. P5).

[**4]

The BDP Photograph is taken from a
di stance, with the bathroom stall and
door separating the subject and the
camera. Alnost the entire bottom half
of the photograph [*386] consists of
the light grey lines of the floor
tiles, with virtually all of the floor
out -of -focus. n2 The floor comes into
focus hal fway up the photograph, where

the woman's feet
the handbag sits.

touch the ground and
The photograph is

franed at the top and on the left by
the darker grey of the bathroom stall
and door. A light seens to shine on
the legs, toilet, and handbag, in con-

trast to the shadows in the foreground
and background. n3 The overall tone of
the photograph is whinsical, fun, and
bright.

n2 Diodato explains that he
"use[s] negative space to create
center of enphasis" and that he
does so in ninety percent of his
work to set forth an idea or to
frame the subject. (D odato Dep.
185- 88).

n3 In taking the BDP Photo-
graph, Diodato used a light that
was positioned above the stall,
actually centered between two
stalls. (D odato Dep. 185).

[**5]

Angel eno did not run the BDP Phot o-
graph as part of the series, and the
BDP Phot ograph has not been published
comrercially. (Diodato Dep. at 164,

176-79). It has been a part of BDP s
fashi on accessory portfolio (the
"Portfolio") from late 2002 to the
present and is, in one form or anoth-

er, on the BDP website. (Diodato Aff.
P5; Diodato Dep. 146-47; Casey Dep. at

150).

2. Interactions Between BDP and
Kat e Spade

Since at least late 2002, BDP has
been represented by a photography
agency, Marge Casey & Associates
("MCA"). (1d. at 12, 20, 145). On Jan-
uary 13, 2003, MCA received a call

from Kate Spade requesting the Portfo-
lio, anong other portfolios. (Id. at
157-61). According to Margaret Casey,
an owner of MCA, the request was nade
by Julia Leach, Kate Spade's executive
vice president of brand strategy/cre-
ative services, or soneone on Leach's
behal f. (1d. at 12, 159-60; Leach Aff.
P1l; see also Diodato Aff. Ex. E). n4



Notes taken by an MCA enpl oyee on an
"MCA Photo Request Fornt dated January
13, 2003 and referring to BDP portfo-
lios include "Julia Leach" witten
next to "Contact" and "Kate Spade"
witten next to "Agency." (ld.).

n4 Leach
receiving, or
BDP's portfolios.
P12).

denies soliciting,
reviewi ng any of
(Leach Aff.

[**6]

On January 15, 2003, the Portfolio

was sent by nessenger to Kate Spade.
(Casey Dep. at 167, 183-84; Diodato
Aff. Ex. E, F). It was returned to MCA
on January 22, 2003, after a Kate
Spade enployee told MCA that Kate
Spade liked the Portfolio and wanted

to see it again in three or four weeks
when Kate Spade pl anned to create con-
cepts and shoot photographs for an ad-
vertising canpaign. (Casey Dep. at
166, 171, 175, 184; Diodato Aff. Ex.
E, F).

The Portfolio was sent again to
Kate Spade on February 13, 2003.
(Casey Dep. at 186; Diodato Aff. Ex.
E, F). Wiile Kate Spade had the Port-
folio, Casey called to inquire whether
Kate Spade was interested in using BDP
as a photographer. (Casey Dep. at
175). Casey was told by a Kate Spade
"assistant” that Kate Spade only
worked with inportant or well-known
phot ographers. (ld. at 175, 188). The
Portfolio was returned to MCA on
February 24, 2003. (ld. at 187; D oda-
to Aff. Ex. E, F). Kate Spade did not
contact MCA or BDP further about the
adverti sing canpai gn.

3. The Kate Spade Phot ograph

Phot ographer Jessica Craig Martin
was contacted by Kate Spade in March
2003 about the company's fall 2003 ad-
vertising canpaign. (Craig Martin Aff.
[**7] PP1, 15). Craig Martin net with
principals of Kate Spade in April or

May 2003, at which time [*387] Craig
Martin's portfolio was reviewed and
ideas for the advertising canpaign
were discussed. (ld. P16; Leach Aff.

PP2, 5, 7). It was agreed that Kate
Spade would throw a party to celebrate
its tenth anniversary and that Craig
Martin would take candid, paparazzi-
style photographs at the party. (ld.
P5). According to Kate Spade, ideas
for potential inmages were discussed at
the neeting, and Kate Spade officials
ref erenced photographs in Craig Mart-
in's portfolio as exenplifying what
they wanted. (l1d. P7). Anmong those
phot ographs was one taken by Craig
Martin in 2000 from the floor of a
bat hroom featuring a side view of the
feet and gold shoes of two wonmen in
bat hroom stalls (the "2000 Craig Mar-
tin Photograph"). (Id.; see Craig Mar-

tin Aff. P8, Ex. D). In that photo-
graph, one of the wonen is wearing
fishnet stockings and bright light re-

flects from the wonen's shoes and the
floor. (l1d., Ex. D). The 2000 Craig
Martin Photograph has been exhibited
publicly and distributed as a post-
card, and copies of the photograph
have been sold. (l1d. PP10-14).

Kate Spade eventually hired [**8]

Craig Martin to conceptualize and
shoot photographs for the advertising
canmpai gn. (Leach Aff. P6). In early
June 2003, Craig Martin took pho-
tographs at Kate Spade's anniversary
party at the Explorers' Cub in New
York City, as planned. (Craig Martin
Aff. P17). Anmong those was the al-
| egedly infringing photograph, taken

in the bathroom of the Explorers' dub
(the "Kate Spade Photograph"). (Id.
P18; see Conmpl. Ex. C). It was anong
the thirty to fifty inages that Kate
Spade ordered from Craig Martin after
the shoot, and it ultimately was one
of the approximately fourteen pho-
tographs used in Kate Spade's fall
2003 advertising canpaign. (Craig Mar-
tin Aff. P25; 1/6/05 Martin Aff. Ex.
A B).

The Kate Spade Photograph is taken
from the tiled floor in front of a
toilet. (Conpl. Ex. ©. A wonman's |egs
are visible fromjust bel ow the knees;
she wears purple-tinted fishnet stock-
ings and satin pink shoes with straps
criss-crossing once around her ankle,
and her light tulle petticoats fall to



the side of the toilet. A shiny, sil-
ver square handbag sits next to her
left foot. The Kate Spade Photograph
is cropped close to the woman, the

toil et between her 1egs, and the hand-
bag, so that little [**9] of the sur-
rounding area is visible, aside from
square tiles on the wall. The bottom
portion of the Kate Spade Photograph
consists of smaller floor tiles, not-

tled in color and texture.

Wth the exception of the extrene
foreground, the floor and other inmages
are in focus, grounding the photo-
graph. In addition, there seenms to be
a spotlight shining on the center of
the frane, creating sharp contrasts in
light. n5 The entire photograph is de-
tail-rich and textured. The purse has
a nmetallic shine and creases; |Iight
reflects off the bows on the satin
shoes; and the distinct patterns of
the wide-net stockings and the tile
floor add energy to the photograph.
The woman's feet are pointed toward
each other, her left foot is slightly
raised and leaning on its side. The
i mage seens to be of an evening event,
as the woman is dressed in party at-
tire and the shadows are dark.

n5 Craig Martin testified that
the "signature elenent of all of

[her] work . . . is the very
strong artificial light and flash
that [she] always use[s]." (Craig
Martin Aff. P20). Her canera is
"configured in a paparazzi-style
setup” and she "never take[s]
photographs at a polite dis-
tance." (1d.).
[** 10]
According to Kate Spade, Craig Mar-

tin created all the photographs for
the advertising canpaign without di-
rection or instruction from Kate
Spade, except that Kate Spade provided
direction as to which Kate Spade prod-

ucts were to appear in the [ *388]
canpai gn. (Leach Aff. P8; Craig Martin
PP27-28). Likew se, Leach testified
that Kate Spade did not provide pho-

t ographs, sketches, or preparatory na-

terials for the shoot to Craig Martin
and that Kate Spade does not have
copies of the Portfolio in its of-
fices. (Leach Aff. PP10, 14; see also

Craig Martin PP27-28).
4. OGther Uses of the Concept

The idea of a woman's feet at the
base of a toilet to showase shoes and
other fashion accessories has been
used often in popular culture. Kate
Spade attaches to its papers copies of
phot ographs of this type, culled from
i mge banks of stock photography agen-
cies. (See 1/6/05 Martin Aff. Ex. F,
G H I, L, M O P). These include
phot ographs of: (1) a worman on a toi-
let with aninal-patterned underwear
around her ankles, her knees together
and her feet pointed inward (Ex. ©;
(2) a woman's ankles and feet in hot
pink sandals wth flowers on the
straps, toenails painted, and toes
pointed inward, [**11] tile floor and
toilet bow cleaner visible (Ex. H);
(3) the view under two toilet stall
doors of two nodels (it is wunclear
whether they are male or female) in
heels, with one nodel's toes pointed
inward (Ex. F); (4) a side view of two
stalls that seemto be in a bathroom
a woman in black heels visible in one
stall and a worman in heeled |oafers
with a briefcase in the other (Ex. L);
(5) a side view of a worman on a toil et
seat, hot pink underwear near her an-
kl es, her feet awkwardly angled in her
hi gh heels and toes seeningly pointed

innmard (Ex. O; and (6) a wonman in a
cut-off jeans skirt on a toilet seat,
blue and white g-string underwear
around her calves, her heels raised

and toes pointed inward (Ex. P).

The record does not indicate when
these photographs were taken, but
these are stock photographs readily
avai l able from photography agencies.
Sone appear to be taken nmany years
ago. (ld. Ex. F, 1, M Q. Nor are the
phot ographs linted to wonen; one is a
phot ograph of the bottoms of two bath-
room stalls, showing the feet of two
men in boots, their blue jeans down
around their legs and feet. (ld. Ex.
J).



The movie Charlie's Angels Full
Throttle (Colunbia Pictures 2003)
[**12] wuses a simlar inmage to hunor-
ous effect. In one scene, Caneron Di-
az's character, Natalie Cook, enters a
boys' bathroom during a high school
reunion. She walks into a stall, the

doors close, and only her feet are
visible under the stall door. Her toes
point in slightly and a pair of Spi-
derman underpants drop to her ankles.
The viewer sees only the bottom of the
toilet stall door, the Spiderman un-
derpants, and Diaz's feet.

In another exanple, a 1997 Candie's
Shoes advertising canpaign featured
actress Jenny MCarthy on a toilet
wearing Candie's Shoes, white under-
wear around her legs. At l|least two of
the photographs in the canpaign are
shot from above MCarthy and include
her whol e body. n6 In the photographs,
McCarthy's knees are together, her
feet are turned inward, and the side
of the shoes are visible.

né See, e.g., http:// hone-
. busi ness. ut ah. edu/ mkt r wb/ can-
dies.jpg (last visited Sept. 21,

2005); http://ww. jenny. nc-
carthy. conml candi es. ht i (I ast
visited Sept . 24, 2005);
http://ww. ew. conf ew features/arc
hive/jenny/jenny4. htm (last vis-
ited Sept. 24, 2005).
[** 13]
Finally, as noted above, Craig Mar-

tin had previously photographed the
feet of two wonmen, in shiny gold shoes
and side-by-side bathroomstalls, in a
phot ograph that was wi dely circul ated.

(See Craig Martin Aff. Ex. D). In the
2000 Craig Martin Photograph, the
viewer sees only the feet, shoes,
floor, and a small portion of a |ow
bat hroom stal | di vi der.
[*389] B. Procedural History

BDP filed this case on April 15,
2004, alleging that after review of

the Portfolio, Kate Spade copied the
BDP Phot ograph w thout authorization.
BDP raises clainms of copyright in-

fringenent and unfair conpetition un-
der the Copyright Act and the Lanham
Act, respectively. The parties engaged
in discovery. Kate Spade noves for
summary judgnent on the grounds that
Craig Martin did not have access to
the BDP Photograph, Craig Martin inde-
pendently created the Kate Spade Pho-
tograph, the two works are not sub-
stantially simlar as a matter of [|aw,
and BDP failed to state a clai m under

the Lanham Act. BDP noves for addi-
tional discovery pursuant to Rule
56(f).

DI SCUSSI ON

I discuss first the copyright
claim second the Lanham Act claim
and third the Rule 56(f) notion
A. Copyright Infringenent [**14]

1. Applicable Law

To prevail on a claim of copyright
infringement, a plaintiff nust prove
two elenments: "(1) ownership of a

valid copyright, and (2) copying of
constituent elenents of the work that
are original." Feist Pub'lns, Inc. v.
Rural Tel. Serv. Co., 499 U.S. 340,
361, 113 L. Ed. 2d 358, 111 S C(Ct.
1282 (1991). As BDP provided the Court
with a copy of the certificate of
copyright registration for the BDP
Phot ograph, and Kate Spade does not
contest the validity of the copyright,
| assume BDP owns a valid copyright in
t he BDP Phot ograph. (See Conpl. Ex. A
Kate Spade Mem at 3-4). The second
el ement, copying, is conprised of two
requi renents: actual copying and im
proper appropriation.

a. Actual Copying

Actual copying may be established
by either (1) direct evidence of copy-
ing or (2) circunmstantial proof of
copying, consisting of evidence that
the alleged infringer had access to
the protected work and "that there are
simlarities between the two works

that are probative of copying." Jor-
gensen v. Epic/Sony Records, 351 F.3d
46, 51 (2d Cr. 2003) (internal quota-

tion marks onmitted);
Bl ack Entertai nnent TV,

see Ringgold v.
126 F.3d 70,



74-75 (2d Cir. 1997) [**15] (using
the term "probative sinmilarity" to de-
scribe the sinmlarity required at this
stage of the analysis). "Access nay be
. inferred from the fact that a
work was wi dely disseninated or that a
party had a reasonable possibility of

viewing the prior work." Boisson v.
Bani an, Ltd., 273 F.3d 262, 270 (2d
Cir. 2001). "A reasonable possibility"
is not sinmply a "bare possibility";

"access cannot be based on nere specu-
lation or conjecture." Jorgensen, 351
F.3d at 51 (internal quotations omt-
ted). The copyright owner nmust offer
"significant, affirmative and proba-
tive evidence" to support a claim of
access. ld. (internal quotations omt-
ted). The existence of sinilarities
supports the inference of copying, and
a probative simlarity "requires only
the fact that the infringing work
copies sonething from the copyrighted
work." Ringgold, 126 F.3d at 75.

b. | nproper Appropriation

Once actual copying has been estab-
Iished, the copyright owner nust then
satisfy the "inproper appropriation”
requi r enent by denonstrating that
"substantial sinmilarities" as to the
protected elenments of the work would
cause an average lay observer to
[**16] “"recognize the alleged copy as
having been appropriated from the
copyrighted work." Durham I ndus., Inc.
v. Tonmy Corp., 630 F.2d 905, 911-12
(2d Gr. 1980) (quotations and cita-
tions omtted). n7 "For [this] prong
it is essential that [*390] the sim
ilarity relate to copyrightable nate-

rial." MDonald v. Miltinmedia Enter-
tainment, Inc., No. 90 Gv. 6356(KQO,
1991 U.S. Dist. LEXIS 10649, at *6

(S D.N. Y. July 19, 1991). When sinmlar
wor ks resenbl e each other only in un-
protected aspects -- for exanple, when
simlarities inhere in ideas, which
are by definition unprotected, or in

expression that is not proprietary to
plaintiff -- defendant prevails. 4
Melville B. Nmer & David N nmmer,
Ni mer on Copyright & 13.03[B][?2]
(2005).

n7 An analysis of simlarity
under the inproper appropriation
prong of a copyright infringenent
claimis distinct fromthat under

the actual copying prong. "The
simlarities [under the first]
prong of the test need only
"rai se a question of actual copy-

ing'; they need not be 'substan-
tial.'" Kerr v. New Yorker Maga-
zine, Inc., 63 F. Supp. 2d 320

325 (S.D.N. Y. 1999) (quoting Lau-
reyssens v. ldea Goup, Inc., 964
F.2d 131, 140 (2d Cr. 1992)).

Under the second prong, the court
consi ders whether "the copying is
quantitatively and qualitatively
sufficient to support the |lega
conclusion that infringement (ac-
tionabl e copying) has occurred.”
Ri nggol d, 126 F.3d at 75. Such a
comparison "nust be nade on a
case-by-case basis, as there are
no bright-line rules for what
constitutes substantial sinilari-
ty." Sandoval v. New Line C nema
Corp., 147 F.3d 215, 217 (2d Grr.
1998) (citing Canpbell v. Acuff-
Rose Misic, Inc., 510 U S. 569,
577, 127 L. Ed. 2d 500, 114 S.
Ct. 1164 (1994)).

[**17]

Careful scrutiny is necessary when
the protected work contains unpro-
tectible elenents. See Knitwaves, Inc.
v. Lollytogs Ltd., 71 F.3d 996, 1002
(2d Cir. 1995) ("Wwere we conpare
[works] that contain both protectible
and unprotectible elenments, our in-
spection nust be 'nore discerning ; we
must attenpt to extract the unpro-
tectible elenents from our considera-
tion and ask whether the protectible
el ements, standing al one, are substan-
tially simlar."” (enphasis in origi-
nal )).

Critical to the issue of inproper
appropriation is whether the copied
el ements of the work are original and
nontrivial. See Feist Pub'lns, 499
US at 345 ("The sine qua non of
copyright is originality."). For pur-
poses of copyright law, "original"
means that "the work was independently



created by the author (as opposed to
copied from other works), and that it
possesses at |east sone mninmal degree

of «creativity." 1d. Notw thstanding
proof that copying occurred, copying
that is so trivial as to fall below

the quantitative threshold of substan-
tial simlarity will be considered de
mnims and, thus, not actionable.
Sandoval, 147 F.3d at 217 (quoting
[**18] Ringgold, 126 F.3d at 74); see
also N hon Keizai Shinbun, Inc. V.
Comine Bus. Data, Inc., 166 F.3d 65,
71 (2d Gr. 1999).

A central tenet of copyright lawis
that only a copyright owner's particu-
| ar expression of his or her idea is
protected, not the idea itself. 17
US.C 8§ 102(b) ("In no case does
copyright protection for an original
work of authorship extend to any idea
. . . [or] concept regardl ess of
the formin which it is described, ex-
plained, illustrated, or enbodied in
such a work."); Rogers v. Koons, 960
F.2d 301, 308 (2d Cir. 1992) ("What is
protected is the original or unique
way that an author expresses [his or
her] ideas, concepts, principles or
processes."); Arden v. Colunbia Pic-
tures Indus., Inc., 908 F. Supp. 1248,
1258-59 & n.3 (S.D.N Y. 1995) (dis-
cussing rule and its rationale).

2. Application
a. Actual Copying

Cenui ne issues of material fact ex-
ist as to whether Kate Spade actually
copi ed the BDP Photograph. First, is-
sues of fact exist as to whether
Leach, a creative director at Kate
Spade, or one of her assistants had
access to and viewed [**19] the BDP
Phot ograph. Leach is the Kate Spade
enpl oyee who seens to have been nost
involved in the 2003 advertising cam
pai gn. She testified that she did not
solicit, receive, or review the Port-
folio, but she [*391] does not deny
that Kate Spade received the Portfo-
lio. (Leach Aff. PP11-14). Messenger
| ogs denonstrate that sone BDP portfo-

lios went to Kate Spade prior to Kate
Spade's hiring of Craig Martin. In ad-
dition, the recollection of Diodato's

agent, Mrge Casey, supports BDP's as-
sertion that Leach or someone who
worked with Leach requested and had
access to the Portfolio and, conse-
quently, the BDP Photograph. Accord-
ingly, an issue of fact exists as to
whet her Kate Spade enpl oyees involved
in the advertising canpaign had access
to the BDP Photograph. See Jorgensen,
351 F.3d at 51.

Significantly, the alleged access,
if proven at trial, was nore than
"bare corporate receipt" of the BDP
Phot ograph. "Bare corporate receipt of
[copyrighted] work, wthout any alle-
gation of a nexus between the recipi-
ents and the alleged infringers, is
insufficient to raise a triable issue
of access." 1d. at 53. Here, it is not
di sputed that Leach net with the pho-
tographer of [**20] the allegedly in-
fringing photograph and discussed
i deas for the photography shoot that
resulted in the Kate Spade Phot ograph.
A relationship existed between Craig
Martin and Kate Spade enployees in
control of the advertising canpaign
and, allegedly, those sanme enpl oyees
had access to the BDP Photograph. Al -
though Craig Martin and Leach both
deny that anyone at Kate Spade in-
structed Craig Martin on the taking of
the Kate Spade Photograph, those rela-
tionships create an issue of fact as
to the reasonable possibility of ac-
cess. A plaintiff "is not required to
establish actual access.” Id. at 55
(enphasis in original) (citing Bouchat
v. Baltinore Ravens, Inc., 241 F.3d
350, 354 (4th Cr. 2000)). "It is
enough to prove that the infringer (or
his internediary) had the nere oppor-
tunity to see the work." Bouchat, 241
F.3d at 354-55.

Second, the BDP Photograph and the
Kate Spade Photograph have similari-
ties probative of copying. Both pho-
tographs depict a worman's feet, toes
pointed slightly inward, as she sits
on a toilet seat, and they both show
case the fashi onabl e shoes worn by the
wonen and the handbags at their side.

Kat e [**21] t hat
there is evidence that

Spade argues
undi sput ed



Craig Martin created
Phot ogr aph i ndependent|y.
Mem at 8).

the Kate Spade
(Kat e Spade
Kate Spade relies on Sil-
berstein v. Fox Entmit Goup, Inc. in
arguing that "evidence of independent
creation is an established ground for

granting summary judgnent." No. 02
Cv. 1131(RJH), 2004 U S Dist. LEXIS
13554, *27 (S.D.N.Y. July 19, 2004).
In Silberstein, however, the defen-

dants produced “"copious undisputed
testimonial and docunentary evidence
that the [allegedly infringing cartoon
character] evolved organically out of
the research and creative and narra-
tive developnental work perforned by
the films creators.” 2004 U S. Dist.
LEXIS 13554 at *27-28. Here, Craig
Martin's testinmony must be weighed
agai nst BDP's evidence of access and
copying, a task nore appropriate for a
factfinder. See Ray Repp & K & R M-
sic, Inc. v. Lloyd Wbber, 132 F.3d
882, 891 (2d Cir. 1997) (holding that
i ndependent creation was question for
the factfinder where district court
had "accepted only the version of in-
terested witnesses on the question of
separate creation"). n8

N8 In arguing that Craig Mar-
tin independently created the al -

legedly infringing photograph,
Kate Spade also relies on the
2000 Craig Martin Photograph
(taken of the bottom of a bath-
room stall, wth tw pairs of
feet in shiny heels). The 2000
Craig Martin Photograph is dis-

tinct enough from the photographs
at issue here -- for exanple,
there is no handbag, the canera

does not directly face the wom
en's feet, and a toilet is not
visible -- that its existence
does not resolve the issue of

whet her Craig Martin independent-
ly created the Kate Spade Photo-

gr aph.
[**22]

[*392] In sum material issues of
fact exist as to the actual copying
aspect of the second elenent. A rea-

sonable jury could find both access

and probative simlarity.
b. I nproper Appropriation

Assum ng for purposes of this no-
tion that Kate Spade actually copied
t he BDP Phot ograph, the analysis turns
to whether the appropriation was im
proper and, therefore, whether action-
abl e infringement occurred. Even as-
sum ng the two photographs share sub-
stantial similarities, there is no in-
fringenent unless protectible el enents
were copied. Hence, it is necessary to
di stinguish between the protectible
and unprotectible elenents of the BDP
Phot ogr aph.

To the extent that aspects of the
BDP Photograph are derived from the
idea of the photograph, or naturally
flow fromthat idea, they are not pro-
tectible. As a result, the vast mgjor-
ity of elenents in the BDP Phot ograph
that are sinmilar to those in the Kate
Spade Phot ograph are not protectible.

The idea in the BDP Photograph is
the depiction of a woman's feet as she
sits on the toilet, used as a striking
device to highlight fashion acces-
sories. Accordingly, the follow ng el-
enents are not protectible: the dom -
nant shapes of the woman's |egs and
[**23] the toilet base in the BDP
Phot ograph; the inclusion of fashion-
able shoes and underwear; and the
bat hroom walls in the background. The
bat hroom as a setting is also not pro-
tectible. These elenents are comopn to
the other fashion photographs identi-
fied above that feature feet and shoes
in a bathroom stall or a person sit-
ting on a toilet. (See, e.g., 1/6/05
Martin Aff. Ex. F, G H I, L, O P
Charlie's Angels Full Throttle).

Rel atedl y, aspects of the BDP Pho-
tograph that necessarily flow fromits
idea are not protectible. Under the
doctrine of scenes a faire, elenents
of an image that flow naturally and
necessarily fromthe choice of a given
concept cannot be clainmed as original.
See Wlliams v. Crichton, 84 F.3d 581,
587-88 (2d Cir. 1996) ("Sequences of
events that 'necessarily result from
the choice of a setting or situation,'



do not enjoy copyright protection.”
(quoting Walker v. Tinme Life Filnms,
I nc., 784 F.2d 44, 50 (2d Gr.
1986))); Fournier v. Erickson, 202 F.
Supp. 2d 290, 295 (S.D.N. Y. 2002). Ac-
cordingly, that the legs and handbags
are franed by the floor and the bath-
room walls is not protectible; to
shoot a photograph [**24] of the bot-

tom part of a woman's legs in a bath-
room stall or on a toilet, it is nec-
essary that the floor and the sur-

rounding bathroom walls are in the
frame.

Li kewise, it is standard for the
phot ographer to take such a photograph
fromor near the floor, and it follows
that a portion of the floor closest to
the canera night be out of focus. A
natural consequence of that position-
ing is also, often, a head-on view of
the toilet. See Hoehling v. Universa
City Studios, Inc., 618 F.2d 972, 979
(2d Cir. 1980) (scenes a faire include
settings that are "as a practical mat-
ter indispensable, or at |east stan-
dard, in the treatment of a given top-
ic") (internal quotations and citation
omtted), cert. denied, 449 U S 841
101 s . 121, 66 L. Ed. 2d 49
(1980). In addition, a photographer of
such a scene would generally want the
fashion and nodel to be in sharp fo-
cus.

O her elements that are conmonly
included in inmages of this type clear-
Iy are not original to BDP, and there-
fore not protectible. The positioning
of the nodel's feet in the BDP Phot o-
graph may seem unique; yet, nunerous
i mages in popular culture with simlar
preni ses pose wonen on toilets, usual -

ly in high heels, their toes pointed
[**25] slightly inward. (See 1/6/05
Martin Aff. Ex. F, G H O P; Char-
lie's Angel s Ful | Throttl e;
http://ww. ew. conf ew f eat ures/archive/
j enny/j enny4. ht n [ *393] (last vis-
ited Sept. 24, 2005)). Wile seem ngly
unnatural, the positioning is clearly
not original. Mreover, such a pose
cannot be copyrighted. "In cases in-

vol ving photographs, a
copyrights cannot
ous poses used,"

"plaintiff's
nmonopol i ze the vari -
and 'can protect only

plaintiff's
expressi on of

particul ar phot ogr aphi c
t hese poses and not the

underlying ideas therefor." Kisch v.
Ammirati & Puris Inc., 657 F. Supp.
380, 382 (S.D.N.Y. 1987) (citation
omitted).

A photographer's use of this pose

makes sense. In fashion photographs,
phot ogr aphers general |y want t he
shoes, accessories, or other fashion

to be highly visible and the depiction

to be in some way interesting, attrac-
tive, or eye-catching. If the nobdel's
feet are positioned straight toward

the canera, less of the shoes are vis-
ible and the inmage is nore staid; if
the nodel's feet are turned outward,
the image is less attractive. Wth
toes pointed inward toward the center

of the frame, the viewers eyes are
drawn into the photograph, a portion
of the shoes sides [**26] are visi-

ble, and character is added to the im
age. The pose is conmmon and pre-
dictable in such a photograph, and
thus not protectible.

The use and placenent of the hand-
bag in the BDP Photograph is a closer
guestion, but this also cannot be pro-
tected. The handbags in both pho-
tographs are to the left of the nod-
el's left foot, angled toward the cen-
ter of the photograph. In a fashion
photograph set in a toilet stall, it
is natural to include a handbag. Even
if it is not standard, assum ng that
Kate Spade -- a conpany known for its
handbags -- copied the idea of the BDP
Phot ograph, it would naturally include
a handbag. If one is to be included,
there are few places that it can be
strategically positioned so as not to
conceal the nmodel's shoes or fade into
the background. To make the handbag
nmost visible, it nust be placed at an
angle. To the extent that the place-
ment of the bag is not standard in a
photograph of this type -- and thus
original to the BDP Photograph and not
protectible -- | find its use in the
Kat e Spade Photograph de mnins. The
scene created by Diodato as a whole
was not original, even if the techni-
cal choices he made in rendering the
phot ograph were, and Kate Spade's



[**27] al  eged copying of the place-
ment of the handbag is incidental in
this context.

I ndeed, although the protectibility
and nonprotectibility of individual
components of the copyrighted photo-
graph nmust be considered by the Court,
ultimately originality may be deter-

mned by the "'total concept and
feel'" of t he phot ogr aph. See
Fournier, 202 F. Supp. 2d at 295. Each

phot ograph of this type -- wonen's
feet astride a toilet, fashion acces-
sories highlighted -- is rendered in a
distinct way, but the BDP Photograph
is, ultimately, one of many. Diodato's
i dea, and elenments that naturally flow
fromit, cannot be protected.

The elenents that are unique to
D odato's expression of the idea --
and thus protectible -- in fact dis-
tinguish it from the allegedly in-
fringing photograph. For exanpl e,
D odato uses an abundance of negative
grey space; the BDP Photograph is
brightly lit; and the selected acces-
sories give the photograph an airy and
provocative feel. The nodel and her
accessories are highlighted by their
col or and seem al nost planted into the
backdrop of a toilet stall. In the
Kat e Spade Photograph, the mpod, col -
ors, lighting, and depth of objects
are distinct, and the view is [**28]
tightly cropped. n9

n9 Both photographers clearly
have distinct styles. In the 2000
Craig Martin Photograph and the
Kat e Spade Photograph, both shot
by Craig Martin, the canera is
close to the ground and the sub-
jects; there is a strong centra
light and dark shadows; and fash-
ion accessories shine brightly.
Li kewi se, Craig Martin's portfo-
lio denonstrates this distinct
style, in which photographs are
cropped close to their subjects,
only portions of people's bodies
are depicted, and fashion acces-
sori es becone centerpieces in pa-
parazzi-style images. (Craig Mar-
tin Aff., Ex. B). Diodato, on the

ot her hand, uses an abundance of
negative space to frame his sub-

jects and creates "highly com
posed"” i mages. (Diodato  Aff.
P26) .

[*394] Judge Kaplan recently dis-

cussed the "difficulty of distinguish-
ing between idea and expression” in
copyright infringenment cases, finding
that "in the context of photography,
the idea/expression distinction is not
useful or relevant." Mannion v. Coors
Brewing Co., 377 F. Supp. 2d 444, 456-
61 (S.D.N Y. 2005). [**29] He wulti-
mately determined that, despite con-
tradictions in the case law, "the cas-
es agree that the relevant conparison
is between the protectible elements in

the [two photographs], but that those
elements are not to be viewed in iso-
lation." 1d. at 462. In Mannion, there

was no serious issue as to the origi-

nality of the plaintiff's photograph.
Id. at 454-55. nl0 Judge Kaplan held
that it was an issue of fact whether

the images at issue were substantially
simlar and he therefore denied sunmma-
ry judgnment, but he found that the
rendition of plaintiff's photograph
and the "creation of the subject" were

original. Id. at 453-55, 463 ("A pho-
tograph may be original to the extent
that the photographer created 'the

scene or subject to be photographed.
(citation omtted)); conpare Kisch v.
Anmirati & Puris Inc., 657 F. Supp. at
382 ("Copyrightable elenments of a pho-
tograph have been described as the
phot ographer's original conception of
his subject, not the subject itself.

[ They] include such features as
t he phot ographer's selection of |ight-
ing, shading, positioning, and tim
ing." (quotations and citations omt-
ted)). [**30]

nl0 In Mannion, defendants
advertisenent allegedly copied a
phot ograph of basketball player
Kevin Garnett. The two works
shared a simlar conposition and
angl e, both were of a nan wearing
simlar jewelry in a sinmlar
pose, and both had a cloudy sky



in the background.

Here, in contrast, the creation of
the subject was not original to Dioda-
to. The BDP Photograph was certainly
rendered in an original way -- the
technical aspects of the photograph
were Diodato's own -- but the scene
depicted in the BDP Photograph is a
concept that has appeared often in
popul ar culture. The elenents that are
arguably copied in the Kate Spade Pho-
t ogr aph are non-ori gi nal , unpr o-
tectible elenments. The elenents that
Diodato adds to the concept -- his
"take" on the idea -- are elenments
that nmake the BDP Photograph distinct
fromthe Kate Spade Photograph, as the
latter is original in its rendition as
wel | .

c. Summary Judgnent

A party seeking sunmary judgment on

a claim of non-infringement of copy-
right nust establish that [**31] at
| east one element of the alleged in-

fringement cannot
ter of law Cantor v.
Inc., 51 F. Supp. 2d 309, 311
(S.D.N. Y. 1999). Sunmary judgnent may
be granted when the sinmilarity between
the works relate only to non-copy-
rightable elenents or when no reason-
able jury could find the tw works
substantially simlar. Arica Inst.,
Inc. v. Palnmer, 970 F.2d 1067, 1072
(2d Cir. 1992).

A jury could find that Kate Spade
actually copied the BDP Phot ograph and
that the two photographs are substan-
tially simlar, but a jury could not
reasonably find that any substanti al
simlarities between the photographs
relate to protected elenents of the
copyrighted work. Because | hold that
significant elenents of the BDP Phot o-

be proven as a mat-
NYP Hol di ngs,

graph that are sinmlar to the Kate
Spade Photograph are not protectible
-- and that elements that are pro-

tectible are not simlar to the Kate
Spade Photograph or are de mnims --
summary judgrment is [ *395] grant ed
in favor of Kate Spade dismissing the
copyright claim

B. Lanham Act C aim

Kate Spade noves to dismss BDP s
second cause of action, brought under
the Lanham Act, 15 U S.C § 1125,

[**32]
as a nmatter of

arguing that the claim fails
| aw. BDP does not op-
pose Kate Spade's notion as to the
Lanham Act claim Indeed, the Lanham
Act prohibits false designation of the
origin of goods in interstate comerce
and protects only "the producer of the
tangi ble goods that are offered for
sale, and not [] the author of any
i dea, concept, or conmmuni cation enbod-
ied in those goods." Dastar Corp. V.
Twentieth Century Fox Film Corp., 539
us 23, 29, 37, 156 L. Ed. 2d 18, 123
S. C. 2041 (2003). BDP alleges that
Kate Spade passed off a photograph
substantially simlar to the D odato
phot ograph under Kate Spade's nane,
but this is not a viable Lanham Act
claim BDP is not a producer of tangi-
ble goods offered for sale, the al-
| eged conduct does not involve the
designation of the origin of goods
and, as a result, the conduct does not
fall wunder the purview of the Lanham
Act. Accordingly, Kate Spade is enti-
tled to judgnent as a matter of |aw
di smi ssing the Lanham Act claim

C. Rule 56(f) Mtion
1. Applicable Law

In opposing a sumary judgnent no-
tion, a party nmay denonstrate, pur-
suant to Rule 56(f), that it is enti-
tled to additional discovery by sub-
mtting "an affidavit showing (1)
[**33] what facts are sought [to re-
sist the notion] and how they are to
be obtained, (2) how those facts are
reasonably expected to create a gen-
uine issue of nmaterial fact, (3) what
effort affiant has nmade to obtain
them and (4) why the affiant was un-
successful in those efforts." GQurary
v. W nehouse, 190 F.3d 37, 43 (2d Cr.

1999) (internal quotations and cita-
tion omitted). Relief under Rule 56(f)
will be denied if the discovery ap-

pears irrelevant to the issues to be
adj udi cated. See Contenporary M ssion,
Inc. v. NY. Times Co., 842 F.2d 612,



622 (2d Gir. 1988). Additionally,
"even where a Rule 56(f) nmotion is
properly supported, a district court
may refuse to allow additional discov-
ery if it deens the request to be
based on speculation as to what poten-

tially could be discovered." Nat'l
Union Fire Ins. Co. v. Stroh Co., 265
F.3d 97, 117 (2d Cr. 2001) (internal

guotations and citation onitted).
2. Application

BDP's notion for additional discov-
ery pursuant to Rule 56(f) is denied.
The docunents requested by BDP would
not create a material issue of fact as
to the originality of the BDP Photo-
graph, and thus would not alter the
[ **34] di sposition of this case. BDP
requests discovery related to, inter
alia, the neeting between Craig Martin
and Kate Spade, the production and
comrercial use of the Kate Spade Pho-
tograph, and financial records con-
cerning the advertising canpaign.

(1/28/05 Vaughn-Flam Affirmation P3).
These docunents, if they exist, could
not alter the analysis as to the pro-
tectibility of the BDP Photograph.

Thus, BDP's notion under Rule 56(f) is
deni ed.

CONCLUSI ON

For the foregoing reasons, Kate

Spade's notion for summary judgment is
granted as to both claims. BDP's Rule
56(f) notion is denied, and Kate
Spade's request for fees and costs is
al so denied. The conplaint is dis-

m ssed. The Cerk of Court shall enter
judgnent accordingly and close this
case.

SO CORDERED.

Dat ed: New Yor k, New York
Sept enber 27, 2005
DENNY CHI N
United States District Judge



